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RESPONSE UNDER 37 CFR 1.116 

In response to the outstanding Office Action mailed December 26, 
2002, please consider the following remarks. 

Claims 1-18 are finally rejected under 35 USC § 103(a) as being 
unpatentable over Makuta et al (5,683,853) in view of Newmiller et al (4,865,964) 
and McDugle et al (4,933,272) and Keevert, Jr et al (4,945,035). The Examiner 
repeats the rejection presented in the first Office Action, stating that given the 
teachings of Makuta et al that {100} silver chloride emulsions of the reference 
may comprise a mixed emulsion comprising two emulsions each having a 
different form of grains as taught by Newmiller (cited by the reference), it would 
have been obvious to one of ordinary skill in the art to dope one emulsion in the 
manner of Keevert, Jr et al to obtain an increase in sensitivity and one by method 
of McDugle et al to achieve a desirable increase in contrast with reasonable 
expectation of achieving a photographic material having increased storage 
stability (see column 107). 

Claims 19-23 are finally rejected under 35 USC § 103(a) as being 
unpatentable over Makuta et al in view of Newmiller, McDugle et al, Keevert, Jr, 
and Research Disclosure 437013. The Examiner repeats the rejection presented in 
the first Office Action, stating that given the teachings of the RD that exposure 
doses of actinic radiation of at least 10-4 ergs/cm2, typically in the range of 10-4 



err 



to 10-3 ergs/cm2 for exposure times of up to 100 microseconds, or possibly up to 
10 microseconds, or even 0.5 microseconds (section XIV) are conventional in the 
art, and that the Makuta et al reference teaches similar exposure times, it would 
have been obvious to one of ordinary skill in the art to prepare the material of 
Makuta et al in view of Newmiller, McDugle et al, and Keevert, Jr. et al using the 
conventional exposure dose for the exposure method and time of Makuta et al 
with reasonable expectation for achieving a material have increased storage 
stability. 

The above rejections are respectfully traversed essentially for the 
reasons set forth in the Response mailed December 12, 2002. The Examiner's 
position, at best, is based on combinations of the cited prior art being open to the 
possibility of independent doping of separate emulsions , but entirely fails to 
establish obviousness with respect to the specifically claimed invention . While it 
is believed Applicants' previous response fully addresses the impropriety of the 
stated rejections, Applicants would like to emphasize the following points 
believed to have been misapprehended by the Examiner. 

The Examiner relies upon the reference to Newmiller at col. 64, 
lines 14-16 of Makuta et al. as providing "a teaching or suggestion to one of 
ordinary skill in the art to prepare an emulsion containing two grain fractions of 
different forms, each which may be doped independently". Applicant continues to 
believe that such interpretation of what Makuta et al. actually intended "different 
forms" to describe is highly questionable in view of the fact that such "different 
forms" reference is found only in the paragraph at col. 64 lines 5-30, which is 
specifically directed towards different possible crystal grain forms , rather than 
independent dopant possibilities, combined with the fact that the primary teaching 
of Newmiller itself (and only actual requirement) is directed towards blending of 
emulsions grains having different aspect ratios . While it is stated the blended 
emulsions grains of different aspect ratios may possibly have additional 
differences, such differences are secondary to the basic requirement of blending of 
grains of different aspect ratios. Further, a detailed review of Newmiller reveals 
that the only "example" of mixing grains having different forms (as specifically 
referenced at col. 64, lines 14-15 of Makuta et al.) actually disclosed in Newmiller 
is that of the blending of emulsions of different aspect ratios. There simply is no 
example of blending of independently doped emulsions which would correspond 
to the referenced "example of mixing grains" cited in Makuta et al. Thus, the only 
reasonable interpretation of what teaching of Newmiller was actually intended to 
be referred to at col. 64 of Makuta et al. would be only with respect to the 
blending of grains of different aspect ratios as actually taught by Newmiller . 



Further, in any event, while it is true that the blended emulsion 
grains of Newmiller may be open to the possibility that they may be differentially 
doped, there is no explicit teaching to do so which could be reasonably interpreted 
as what the reference to Newmiller found in Makuta et al. was intended to 
suggest. To the contrary, while Newmiller states at col. 4, lines 17-19 that "one" 
of the blended emulsions can be doped (which is apparently the statement which 
the Examiner relies upon as providing any teaching regarding independent 
doping), such statement also clearly states that it is preferred that both of the 
blended emulsion be doped, which in actuality would appear to be a teaching of a 
general preference away from any type of independent doping for the blended 
emulsions of different aspect ratios. In view of such detailed review, it is clear 
that any possible "extension" of the specific referenced example of Newmiller to 
provide motivation to independently dope separate grain fractions of a blended 
emulsion in order to support an "obviousness" rejection of the present claimed 
invention would again only be arrived at in hindsight based on Applicants' 
teachings. While there are additional deficiencies in the rejections as discussed in 
Applicants previous Response and further discussed below, reconsideration of the 
above rejections is strongly requested based on this point alone. 

The Examiner has additionally failed to provide any explanation as 
to motivation found in the cited art to dope separate fractions of the emulsion 
grains individually specifically with the dopants of the Keevert and McDugle 
references . The mere possibility that individual teachings of the prior art could be 
combined to arrive at the claimed invention does not equate to establishing that it 
would have been obvious to the artisan to do so. Applicants do not contest that 
the combination of such references may prima facie suggest to one of ordinary 
skill to combine an additive that provided high contrast but also decreased the 
speed (sensitivity) with an additive that would increase the speed to even out the 
sensitivity as suggested by the Examiner. There is no explanation provided, 
however, as to why it would have been obvious to the skilled artisan to employ 
such dopants independently in separate grain fractions, rather than together in the 
same grains to obtain the combined effects , which is actually how such dopants 
have been used in the prior art (see, e.g., USPs 5,783,373 and 5,783,378 
referenced at page 7, lines 8-14 of the specification). The Examiner apparently 
attempts to rely on the teaching of Newmiller as providing motivation to employ 
such dopants independently as opposed to in the same grains. As explained 
above, however, while Newmiller may be open to such possibility of independent 
doping, it fails to provide any specific motivation to employ the specified two 
types of dopants independently in separate grain fractions for any reason . To the 
contrary, if anything, Newmiller would appear to teach equivalent doping of the 
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blended emulsion grains of different aspect ratios taught therein, as it is stated at 
col. 4, lines 17-19 that it is preferred both emulsions are doped to form internal 
latent image as noted above. Clearly, it is only Applicants 3 teaching with respect 
to improved latent image keening results that provides the motivation to 
independently dope separate grain fractions in accordance with the claimed 
invention. In particular, by specifically requiring that each of the two classes of 
dopants be used primarily in separate fractions of silver halide grains of an 
emulsion layer, Applicants have found that improved LDC performance is 
achieved relative to where both such dopants are employed primarily together in 
the same grains. Thus, the photographic emulsion layers of the elements of the 
present invention surprisingly enable the use of a desired combination of contrast 
and speed improving dopants with improved latent image keeping performance. 
Such results are not suggested by any conceivable combination of the cited prior 
art, and the claimed invention is accordingly believed to be clearly patentable 
thereover. 

Should the Examiner elect to maintain the stated rejections, it is 
respectfully requested that she specifically state where any motivation may be 
found in the cited art to combine the references as proposed in order to arrive at 
the inventive teaching of improved latent image keeping performance relative to 
the actual prior art use of the described combination of dopants as noted above, 
rather than simply note that the blended emulsions of Newmiller "may 5 ' be 
independently doped by unspecified dopants. In the absence of the identification 
of any such teaching to specifically combine the references in the manner required 
by the present claims, withdrawal of the applied rejections is respectfully urged. 

In view of the foregoing remarks, reconsideration of this patent 
application is respectfully requested. A prompt and favorable action by the 
Examiner is earnestly solicited. Should the Examiner believe any remaining 
issues may be resolved via a telephone interview, the Examiner is encouraged to 
contact Applicants' representative at the number below to discuss such issues. 

Respectfully submitted, 
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